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1NTER- GOVERNMENTAL CONFZnENCE
FOR ~fIE SETTING UP OF A ETJROPEP~

SY3Ttiu FOR THE GRFJ~T OF PATENTS

- Secrets.riat -

NOTE

Brussels, 'i1th January 1971
BR/GT 1/95/71

(j The delegations to Working Party I will find at~a?hed
notes by the Netherlands delegation on Articles 22 to 29 of

, ,

the First Preliminary Draft of a Convention establishing a
European System fer the Grant of Patents, whic~ it pro~ised
,at the meeting held form 30 November to 2 December 1970.
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Note s on Articles 22 -29 of the First Prelimin8.ry Draft of
a Convention establshing a Euro-pean System for the Grant of

Patents
(The patent application as an object of property)

In BR/GT 1/85/70 of 27 November 1970, the Netherlands
delegation set out its views on Articles 22 to 29 of the
First Preliminary Draft~ The Netherlfu~ds delegation now
wishes to give a brief summary of its notes and supplement
some points. In this new document it will also make a proposal
for Articles 22 to 29.

According to the First Prelininary Draft of a Con-
vention establi~hing a European System for the Grant of
Patents, the procedure culminates in the grant of a European
patent, which does not however constitute a single right, but
a number of national rights. It is made quite clear that these
national rights are subject to the relevant natiom-l regu-
lations ( Article 2, paragraph 2).

() Until the European system for ~he grant of patents
reaches its conclusion there is only one European patentappl~~
cation. However, as hasaready been stated, the system for
the grant of patents leads to the grant of a number of
national rights. The result is that a national right subject
to certain conditions is in existence during the grant
procedure in each State for which the application is \alid.
Moreover} according to Article 19 the patent application
confers protection in accordance with the national law in
each fltato do.sig"..l"1ted.
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The first sentence of Article 22, paragraph 1, provides
that the European patent application may be assigned 0::' give
rise to rights for one or several of the designated States.
This provision presupposes thE'_tan.individual national right
results from the European patent application in each of the
designatied States. Otherwise assignnent for one or several
States would be pointless.

All this does not; affect the patent applicati0n on the
purely admir:rlstrativeplel.le. The second sentence of Article 22,
paragraph 1, provides that an assignment shall not effect the
~~ity of the application in proceedings before the EuropGan
Patent Office. On the purely administrative' plane there exists

(~'.. a unity that can never be broken or dissolved.

We now regard the patent application as an object of
property. As already stated, we start from the fact that in
this respect the patent application results in a separate national
right in each deSignated State.

Consequently, in private law the patent application
forms a series or a bundle of national rights. In this sense
it is logical to apply the national law of the relevant State
to these rights in each of the designated States. This ~
corresponds to concepts in the field of private international

( ",'. ls.w according to which patents for invention and patent cppli-
cations are subject to the "lex rei sitae", i.e., to the law,
of the State in which the patents were granted or the appli-
cations filed, and for which they are t08refo:L'evalid.'
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.:The.N'etherlands delegation would also point out
that it also considers it necessary.to make. the right arising
from the patent .and the right arising from the patent appli-
cation ~ both as objects ofpropert-y - subject to the same
provisions. This solution can, only. be achieved on the basie
of not only the Euro:peanpatent but also the E~ropean patent'
application forming a bw'1.dleof natiol1~l .~i:ghts. A different
approach could give rise to insuperable difficulties, as w.ill
be ~emonst~~tpd'in the second part of this note.

_ It.may therefore be concluded that,in each desig-
nated state the patent appl~cation as an object of property
is subject to the national law, i.e. the national law governing
patents fur invent:j..en , of ~he State in question •

.The question now arises as to how this concept is
to be realised -and elaborated in the Convention~ The
-Netherlands delegation sees the following p.ossibilities:

1. It maybe considered that this principle is clearly
.implied: in. the system aet out. in .the Co~vention and that
itis therefore unnecesse..ry-to make .,anexpress provision_
in -the-Con,"ention.' This view is.not practicable •..

2.'It--may.-be ~cleal"ly laid down, in the Conven-tion that the
.European patant application as an object of property is

s~bje.ctto :the,na:tional law on patents for inyention in
each designated State.

(

",

'(
, \,
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3. .An attempt could be made in the Convention to unify the
national law applicable to the patent application as an
object of property. In other words, an attempt could be
made to draw up uniform provisions for assig:lment,
mortgaging etc.. This solution would be preferable. for
systematic and legal reasons. However, it is very doubt.ful
whether this is workable, because it involves extensive
encroachments on the privc..t(~law of the Cont:::actil1gStates.
The assignment of the patent ~p:plica.;;ionenD. perhaps .be
regar.ded as an exception to this. The Netherla..'1dsdelegation
considers that practical problems would not necessarily
prevent unified regulations being laid down to govern
assignments •

The Netherlands delegation therefore advocates the
solu.tion setout under 2, and consequently puts .forvvardthe
following proposal for Articles 22 to 28b:

The pa,tent application as an object of propert;r

Article 22

(1) Unchanged
(2) Faragraph 2 would be covered in Article 28b.

Article 22a
Le..~plicable

Unless otherwise specified in this Convention or in
a special agreement under Article 8, the European patent
application as an object of property shall, in each designated
St;a~~eand with effect for such State, to a patent application
filed in accordance with the national law on patents for
invention.
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Article 23
Assi~me~t.of a E~ean natent applicatic~

(1) A European patent application shall be assigned by means
of a ~Titten declaration, which shall require the
si&~ature of the parties.

(2) )
)

(3) )
(4) )

.lIn.changed

Articles 24 - 27
(

Deleted

Uncha1lged

UD.changed

Article 28

.Article 28a New

Article 28b
Special regqle.tion fo:::, Cont.;acting States p_~ty_~o a specia1;. J (

agreel!;eEt
.. ".In so far as any group of.Contracting States has

availed itself of the authorisation given in Article 8, this
group may pto~_de that a European.patent application for whi~h
these Contracting States a:.'edesignated may. only be assigned2

mortgaged and subjected. to distraints" in respect of all the.
Contracting States of the group and in accordance with the
provisions of the special agreeme~t.

o
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In addition, the question remains as to whether
Article 29 should be retained. r:'hisquestion involves private
international law.

As has already been de~onstrated in BR/GT 1/85/70 of
27 November 1970, parag~aph 2 of this Article was originally
intended f0I' a unitary right. If it is.assumed that the patent
application as an object of p:-operty forms a bund.le of national
rights~ there are great difficulties in applying this pa:ra-
graph. The Netherla.Tldsdelegation has already made this point
in the afore""'mentioneddocument (pages 5 and 6).

In this connection the Netherlands delegation would
emphasise the necessity for the European patent and the
European patent application - both as objects of property - TO
be subject to the same law, i.e. the law of the respective
designated State. Otherwise casss would be conceivable in
which for exa::-.plethe patent application is mortgaged under
the law of State A and the patent granted subsequently is
subject to the law of State B. This is however possible
according to the present wording of paragraph 2. This para-
graph in fact states: "If private international law refers to
the lex rei sitae, the relevant law shall be the law of the
Contracting State on whose territory the applicant is ordina~il3
resident or has his registered place of business ..•". Itis
possible that this lex rei sitae may not always coincide with
the nonp.al lex rei sitae. Quite often the applicant is not
resident in the State where the legal transaction (mortgaging,
uSl.~_fI'uct,distraint) is to be car::-iedout, and therefore not
in the relevant designated State. Let us aSSUI:lefor eX31:\ple
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that the applicant is resident in State A and mortgages his
application in respect of State B; the mortgaging is then
subject: to the .law of State.A under the provisions of para-
grapa 2 of the present Article 29. When the patent is sub-
sequently granted, howGyer, the rig~t arising from this
pe.tent is subject to the law of State B~ The Netherlands
delegation wonders if this will not lead to insupera1)le.
difficulties.

The conclusion to be drawn from all this is that
Article 29, paragre?h 2 should be deleted.

The objections to Article ..?9, paragraph 1 are less
~~Shty. If it is assumed that the European' patent app~i-'. -cation as an object of property is subject to the law ot the
relevant State~ the first paragraph is no more than a type of.
codification of general rules of.private international. law.
This paragraph can nevertheless be deleted, as it adds nothing
new and the.rules codified in it are in any case vali.d. If the
paragraph is to be retain~d, it should.be e~amined ~hether the
title should be changed in order to make it clear that this

. . . . . . .
Article is only a cod~fication of general rules of private'
interI1;ationallaw.

(

In .conclusion, t~e Nether.lands delegation would pointJ (
out that .i.tis aware that.Articles 22 to 29 rela.te to a
quest~on which falls to a large extent within the sompetence.
of the,.government legal experts. Nevertheless,' the delegation
considers that the Working Party should still discuss thi
relevant points. It considers it undesirable .to publish ~he
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AI.ticles in question in their p:r..-esentform and then to submit
them to the government legal experts, since at present the
Articles still lack clarity and show deficiencies. In any
case the Netherlands delegation believes that it would be useful

,if the Working Party were to state its opinion as to whether
from the point of view of pri~ate law the European patent
application is a unit ot:. whether it consists of a bundle of
national rights.
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